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A Texas Trademark Tussle 

By Craig Stone and Maryann Zaki 

The dust has finally settled in a high-stakes brand battle 
between two Houston law schools that have co-existed 
four miles apart for nearly seventy years. While both 

schools have strong reputations—South Texas College of Law (STCL) for its nationally known trial 
advocacy program and University of Houston Law Center (UHLC) for its strong health care and 
intellectual property programs—fireworks began to fly when STCL announced it would be chang-
ing its name to “Houston College of Law.” 

While STCL’s announcement hit the early morning press on June 22, 2016, things were set in mo-
tion at least a few months earlier. In March, STCL registered the domain name 
www.HoustonCollegeOfLaw.com. In May, STCL applied for federal trademark registration of 
“Houston College of Law” in connection with “providing courses of instruction at the graduate law 
school level.” 

Due to the similarity between the names “University of Houston Law Center” and “Houston Col-
lege of Law,” as well as STCL’s use of similar UHLC colors in its new logo, the Board of Regents of 
the University of Houston System (UH) moved swiftly to file suit. UH engaged multiple lawyers in 
Houston, including prominent personal injury lawyer and UHLC alum Tony Buzbee, HIPLA Presi-
dent-elect/trademark guru 8TElizabeth King8T, and her fellow attorneys at Sutton McAughan Deaver 
PLLC. Only five days after STCL’s announcement, UH filed a complaint against STCL alleging 
trademark infringement and requesting a temporary injunction prohibiting STCL from using “Hou-
ston College of Law.” 

The case was initially assigned to Hon. Gray Miller, who received a B.A. from the University of 
Houston and a J.D. from UHLC. After Judge Miller recused himself, the case was reassigned to 
Hon. Keith Ellison. 

STCL engaged several well-known defense attorneys including 8TDavid Beck 8T as lead counsel and 
brand lawyer 8TJeff Becker 8T of Haynes and Boone, LLP. 

In July, UH moved to prevent STCL from using its new name and logo during an alumni tour in 
Florida. The Court, however, denied the motion because the tour was only a meeting by the Dean of 
STCL with alumni to inform attendees about the name change. The Court did not see the need to 
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stop the Florida tour before the preliminary injunction hearing given the tour events would not be 
publicized on TV or in the newspaper and the alumni were not likely to be individuals at risk of con-
fusion. 

On August 1, UH moved for a preliminary injunction. The Court heard the motion on August 26 in 
an anxious courtroom. 

Summary from Memorandum of Law 

On October 14, Judge Ellison signed a Memorandum Opinion setting forth his findings of fact and 
conclusions of law. The decision was based largely on the Fifth Circuit’s “digits of confusion.” See, e.g., 
Am. Rice, Inc. v. Producers Rice Mill, Inc., 518 F.3d 321, 329 (5th Cir. 2008) (listing the “digits of 
confusion” as (1) the strength of the plaintiff’s mark; (2) the similarity of design between the marks; 
(3) the similarity of the services; (4) the identity of retail outlets and purchasers; (5) the similarity 
of advertising media used; (6) the defendant’s intent; (7) the evidence of actual confusion; and (8) 
the degree of care exercised by potential purchasers). 

Strength of UHLC Marks. While the Court recognized the conceptual strength of “Houston” 
was weak because of its descriptive nature of a geographic location, the Court found the strength of 
UHLC’s brand was “relatively strong.” The Court noted that UH spends up to $6 million a year in 
advertising academics and athletics and up to $700,000 each year to market its services. The Court 
also noted UH has been providing legal education since 1947, UH has been marketing its law school 
as “University of Houston Law Center” since 1982, and UHLC is a nationally ranked and recognized 
law school. 

Similarity of Marks. When deciding the similarity of the marks, 
the Court considered the overall impressions created by the marks, 
including their appearance, sound, and meaning. After reviewing the 
evidence, the Court found that UHLC and STCL’s new mark were 
“strikingly similar.” STCL’s new logo, which used block letters and 
emphasized the word “Houston” with a red and white color scheme, 
was strikingly similar to UHLC’s block letters and arguably identical 
color scheme. While STCL argued its new logo included a “Former-

ly South Texas College of Law” disclaimer, the Court found this was insufficient to impact the over-
all impression of STCL’s new logo. Rather, the Court found the commercial meaning of the marks 
to be “practically identical.” The Court also noted 
that UH names some of its other schools in the same 
convention as “College of Law” (such as University of 
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Houston College of Pharmacy, and University of Houston College of Education). In addition, “College of 
Law” appears on current UHLC diplomas, making it even more difficult to decipher between the 
two law schools.  

Target Market and Consumers. The Court recognized that confusion between the two law 
schools would be increased because both UHLC and STCL target prospective students through 
identical channels of advertising media in primarily two states (Texas and Florida) for practically 
identical educational services. 

Actual Confusion Evidence. The Court considered and found persuasive several instances 
where active participants in the legal profession were confused and could not differentiate between 
“University of Houston Law Center” and “Houston College of Law”: 

• The Sunbelt Consortium, an organization composed of 17 law schools in the region, 
thought an e-mail came from UHLC, even though it came from STCL. 

• The Texas Board of Law Examiners mistakenly sent UHLC an email regarding a student who 
actually attends STCL. 

• SMU Law School hosted a workshop and provided a Houston College of Law professor with 
a seating placard identifying him as a professor at “University of Houston Law Center.” 

• A UHLC student mistakenly selected the “Houston College of Law” location rather than the 
UHLC location when signing up for the Multi-State Professional Responsibility Exam. 

• An attendee of a graduate school fair in Lubbock approached a UH College of Social Work 
representative and commented that he had just met a representative from the UHLC “law 
school” even though UHLC was not at the event. STCL did not attend either, but the confu-
sion stemmed from a Houston College of Law banner displayed at the event, and the at-
tendee misunderstood the affiliation with UH. 

• Even though UHLC does not have application fees, a prospective law student contacted 
UHLC asking about its application fee after the Law School Admission Counsel’s website 
listed a fee for applying to the Houston College of Law (STCL). 

Degree of Care Exercised by Purchasers and Initial Interest Confusion. The Court 
found the likelihood of “point-of-sale confusion” (actual moment of purchase) was low because ap-
plicants would know the difference between the two schools before applying. However, the Court 
pointed to a period of time “before purchase” when a prospective student is not sophisticated and is 
“subject to initial interest confusion.” While the Court ruled that, as it relates to initial-interest con-
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fusion, it ultimately “weigh[ed] only slightly in the Defendant’s favor,” the Court also discussed how 
initial-interest confusion strengthened UH’s position because, “not only does the confusion afford 
Defendant credibility during the early stages of a transaction, it does so at the direct expense of the 
University of Houston.” In other words, once a prospective student landed on STCL’s website, 
STCL benefited from the student’s visit because the student became exposed to a list of the best 
reasons to choose STCL over UHLC, which was prominently displayed on STCL’s website. 

Irreparable Harm. UH argued a showing of irreparable harm should be presumed based on Fifth 
Circuit precedent. STCL argued no such presumption exists because the Fifth Circuit recently de-
clined to presume injury in similar cases. See Eastman Chem. Co. v. PlastiPure, Inc., 969 F. Supp. 2d 
756 (W.D. Tex. 2013) (declining “to presume irreparable injury simply because [plaintiff] pre-
vailed on the merits”); eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388 (2006) (refusing to presume 
harm in a patent case). 
The Court, however, 
did not entertain this 
long-debated issue and 
simply concluded that 
“monetary damages 
will not adequately 
compensate UH, and 
that UH will be irrep-
arably harmed by 
[STCL]’s continued 
use of the ‘Houston 
College of Law’ mark 
to identify and market 
its brand.” 

 

Finale 

In light of its “digits of 
confusion” analysis, the Court granted UH’s request for an injunction prohibiting STCL from using 
the “Houston College of Law” name and logo. The Court also scheduled a hearing to discuss the 
proper timeline to comply with the injunction. 

That hearing was not necessary. On November 7, STCL ceased use of its new logo and announced it 
would use “South Texas College of Law Houston.” UH agreed not to challenge that name. 
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This case serves as a recent example of how federal courts in Texas weigh several factors in deciding 
whether a substantial likelihood of confusion exists under the Lanham Act. While the Court ex-
pressly chose not to address some hotly contested trademark principles, such as whether irreparable 
harm may be presumed, this case provides future litigants with an interesting example of a timeline 
in a high-stakes trademark litigation case. 

Craig Stone is Senior Counsel, Intellectual Property for Phillips 66 in Houston. He currently serves as Chair of 
the IP Law Section’s Trademark Committee. 

Maryann Zaki is a business and commercial litigator at Sutherland Asbill & Brennan LLP. She handles complex 
disputes in Texas state and federal courts. 
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